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The MAILING DATE of this communication appears on the cover sheet with the correspondence address « 
Period for Reply 

A SHORTENED STATUTORY PERIOD FOR REPLY IS SET TO EXPIRE 3 MONTH(S) FROM 
THE MAILING DATE OF THIS COMMUNICATION. 



- Extensions of time may be available under the provisions of 37 CFR 1 .136(a). In no event, however, may a reply be timely filed 
after SIX (6) MONTHS from the mailing date of this communication. 

• If the period for reply specified above is less than thirty (30) days, a reply within the statutory minimum of thirty (30) days will be considered timely. 

- If NO period for reply is specified above, the maximum statutory period will apply and will expire SIX (6) MONTHS from the mailing date of this communication. 

- Failure to reply within the set or extended period for reply will, by statute, cause the application to become ABANDONED (35 U.S.C. § 133). 
Any reply received by the Office later than three months after the mailing date of this communication, even if timely filed, may reduce any 
earned patent term adjustment. See 37 CFR 1.704(b). 



3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1 935 CD. 1 1 , 453 O.G. 21 3. 

Disposition of Claims 

4) 03 Claim(s) 1.2.4, 5. 14. 15. 17.21.23-48 and 55-57 is/are pending in the application. 

4a) Of the above claim(s) 49-54 is/are withdrawn from consideration. 

5) D Claim(s) is/are allowed. 

6) KI Claim(s) 1.2.4.5. 14. 15. 17.21.23-48 and 55-57 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) D Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)D The drawing(s) filed on is/are: a)D accepted or b)D objected to by the Examiner. 

Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1 .85(a). 

Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-1 52. 

Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S.C. § 1 19(a)-(d) or (f). 
a)D All b)D Some * c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. Q Certified copies of the priority documents have been received in Application No. . 

3. Q Copies of the certified copies of the priority documents have been received in this National Stage 

application from the International Bureau (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



Status 



1)^ Responsive to communication(s) filed on 7/15/2004 . 
2a)D This action is FINAL. 2b)S This action is non-final. 
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2) O Notice of Draftsperson's Patent Drawing Review (PTO-948) 

3) CD Information Disclosure Statement(s) (PTO-1 449 or PTO/SB/08) 



4) O Interview Summary (PTO-413) 



5) CD Notice of Informal Patent Application (PTO-1 52) 
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DETAILED ACTION 

A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1 . 1 1 4, and the fee set 
forth in 37 CFR 1.17(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
7/15/2004 has been entered. 

Claims 55-57 have been added. 

Claims 19 and 22 have been cancelled. 

Claims 1,17, 21, 23-27, 40, and 42 have been amended. 

Claims 3, 6-13, 16, 18, and 20 have been previously cancelled. 

Claims 49-54 are withdrawn. 

Claims 1, 2, 4, 5, 14, 15, 17, 21, 23-48 and 55-57 are pending in the instant application. 

In the Attorney's "Status of the Claims" section of his remarks, he mistakenly 
stated that claim 22 is currently pending in the instant application. Claim 22 has been 
canceled. 
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Claim Rejections - 35 USC § 102 

The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent, published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21 (2) 
of such treaty in the English language. 

Claims 1, 2, 4, 5, 14, 15, 17, 21 , 23-48 and 55-57 are rejected under 35 
U.S.C. 102(e) as being anticipated by Ginter U.S. Patent Number 5,949,876. 

Referring to claim 1 . Ginter discloses a method for distributing electronic media 
content over a network from a central location (Fig. 1), comprising the steps of: 

• Providing a predetermined electronic contract for distributing the electronic media 
content between a retailer and a distributor, wherein terms of the contract are 
independent of the electronic media content and the retailer distributes the 
electronic media content to a consumer and the distributor has rights in the 
electronic media content (Ginter: claim 1); 

• Presenting a candidate retail offer for the distribution of the electronic media 
content to the consumer (Ginter: column 251, lines 29-60: "In the above example, 
process A first specifies that it desires the right to read the book without 
restrictions or other information release. This starting position is specified as a 
rights option in the PERC that process A is using as a rule. Process B checks its 
ruies and determines that an unrestricted right to read is indeed permitted for a 
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price of $50. It replies to process A that these terms are available. Process A 
receives this reply and checks it against the control set in the PERC it uses as a 
rule base...") 

• Receiving a request from the consumer to exercise the candidate retail offer 
(Ginter: column 251, lines 29-60); 

• Validating the candidate retail offer for the distribution of the electronic media 
content by accessing the electronic contract and determining if the candidate 
retail offer is consistent with the electronic contract (Ginter: column 251 , lines 29- 
60); 

• Upon successful validation, providing the electronic media content to the 
consumer (Ginter: "Distributors 106 and financial clearinghouses 116 may 
themselves be audited based on secure records of their administrative activities 
and a chain of reliable, "trusted" processes ensures the integrity of the overall 
digital distribution process. This allows content owners, for example, to verify that 
they are receiving appropriate compensation based on actual content usage or 
other agreed-upon bases."); 

• Receiving compensation information from the consumer indicating at least the 
amount of compensation for the electronic media content provided (Ginter: 
"Distributors 106 and financial clearinghouses 116 may themselves be audited 
based on secure records of their administrative activities and a chain of reliable, 
"trusted" processes ensures the integrity of the overall digital distribution process. 
This aiiows content owners, for example, to verify that they are receiving 
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appropriate compensation based on actual content usage or other agreed-upon 
bases."); and 

• Allocating the compensation according to the electronic contract (Ginter: Fig. 
75B). 

Referring to claim 2 . Ginter further disclose a method wherein the validating step 
further comprises the steps of: 

• Referencing, in the electronic contract, one or more terms for electronic 
distribution of the electronic media content (Ginter: claims 1 and 17); 

• Comparing the candidate retail offer to the one or more electronic distribution 
terms (Ginter: claims 1 and 17); and 

• Validating the candidate retail offer when the candidate retail offer is consistent 
with the one or more electronic distribution terms (Ginter: claims 1 and 17 and 
column 251, lines 29-60). 

Referring to claims 4-5 . Ginter further discloses a method wherein the allocating 
step further comprises allocating to the retailer / distributor a predetermined portion of 
the compensation according to one or more financial terms in the electronic contract 
(Ginter: Detailed Description Text (1921), "In this example, distributor A and creator A 
may use VDE to negotiate for a distribution relationship. Since in this example creator A 
has produced a VDE content container and associated control information that indicates 
creator As desire to receive compensation based on rental of usage rights, and such 
control information further indicates that creator A has placed acceptable restrictions in 
redistribution control information that distributor A may use to service requests from 
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user/distributors, distributor A may accept creator A ! s distribution control information 
without any negotiated changes...") 

Referring to claims 14-15 . Ginter further discloses a method wherein the one or 
more distribution terms comprise contractual terms of agreement for distribution of one 
or more of a group of electronic media contents by the retailer (Ginter: Abstract). 

Referring to claim 17 . Ginter discloses a method for validating an offer for the 
distribution of electronic media content by a distributor and retailer over a network from 
a central location (Ginter: Fig. 1 ), comprising the steps of: 

• Receiving one or more electronic distribution contracts, between the distributor 
and the retailer, governing the distribution of the media content (Ginter: column 
251, lines 29-60); 

• Receiving a candidate offer from the retailer (Ginter: column 251 , lines 29-60); 

• Checking the candidate offer against the one or more electronic distribution 
contracts upon receiving the candidate offer, wherein the checking step 
comprises the step of referencing terms of the one or more electronic distribution 
contracts in a predetermined order (Ginter: column 251 , lines 29-60); and 

• Sending an indication of validation to the retailer when the candidate offer is 
determined to be consistent with the one or more electronic contracts (Ginter: 
column 251, lines 29-60). 

Referring to claim 21 . Claim 21 is rejected under the same rationale as set forth 
above in claim 1. 
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Referring to claims 23 . Claim 23 is rejected under the same rationale as set forth 
above in claim 17. 

Referring to claims 24 . Claim 24 is rejected under the same rationale as set forth 
above in claim 19. 

Referring to claims 25 . Claim 25 is rejected under the same rationale as set forth 
above in claim 1. 

Referring to claims 26 . Claim 26 is rejected under the same rationale as set forth 
above in claim 17. 

Referring to claims 27 . Claim 27 is rejected under the same rationale as set forth 
above in claim 19. 

Referring to claim 28 . Ginter further discloses a method comprising: 

• Providing the electronic contract at a central location (Ginter: Fig. 1); 

• Receiving the request from the consumer at the central location (Ginter: Fig. 1 ); 
and 

• Receiving the payment information at the central location (Ginter: Fig. 1). 
Referring to claim 29 . Ginter further discloses a method comprising: 

• Dynamically updating the electronic contract (Ginter: Fig. 2A); and 

• Applying the electronic contract to the distribution of the electronic media content 
only after receiving the request from the consumer (Ginter: Fig. 2A). 
Referring to claim 30 . Ginter further discloses a method comprising: 

• Dynamically updating the distribution terms (Ginter: Fig. 2A); and 
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• Referencing the one or more distribution terms only after receiving the request 
from the consumer (Ginter: Fig. 2A). 

Referring to claim 31 . Ginter further discloses a method wherein the 
predetermined order indicates a hierarchical relationship between the one or more 
electronic contracts (Ginter: abstract). 

Referring to claim 32 . Ginter further discloses a method comprising: 

• Receiving the electronic distribution contracts at a central location (Ginter: Fig. 
2A); and 

• Receiving the candidate offer at the central location (Ginter: Fig. 2A). 
Referring to claim 33 . Ginter further discloses a method comprising: 

• Dynamically updating the one or more electronic distribution contracts (Ginter: 
Fig. 2A); and 

• Referencing the terms of the one or more electronic distribution contracts only 
after receiving a request from a consumer (Ginter: Fig. 2A). 

Referring to claim 34 . Ginter further discloses a method comprising: 

• Receiving the electronic financial contracts at a central location (Ginter: Fig. 1 ); 
and 

• Referencing the one or more electronic financial contracts only after receiving a 
request from a consumer (Ginter: Fig. 1 ). 

Referring to claim 35 . Ginter further discloses a method comprising: 

• Dynamically updating the one or more electronic financial contracts (Ginter: Fig. 
2A); and 
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• Referencing the terms of the one or more electronic financial contracts only after 
receiving a request from a consumer (Ginter: Fig. 2A). 

Referring to claims 36 . Claim 36 is rejected under the same rationale as set forth 
above in claim 28. 

Referring to claims 37 . Claim 37 is rejected under the same rationale as set forth 
above in claim 31. 

Referring to claims 38 . Claim 38 is rejected under the same rationale as set forth 
above in claim 28. 

Referring to claims 39 . Claim 39 is rejected under the same rationale as set forth 
above in claim 31. 

Referring to claims 40 . Claim 40 is rejected under the same rationale as set forth 
above in claim 1. 

Referring to claim 41 . Ginter further discloses a method wherein the physical 
media content is a digital versatile disk (Ginter: column 3, lines 34-38). 

Referring to claims 42 . Claim 42 is rejected under the same rationale as set forth 
above in claims 1 and 2. 

Referring to claims 43 . Claim 43 is rejected under the same rationale as set forth 
above in claims 1 and 2. 

Referring to claims 44-45 . Ginter further discloses a method wherein the first 
electronic contract is stored at a same network location as the second electronic 
contract and wherein the first electronic contract is stored at a different network location 
as the second electronic contract (Ginter: Fig. 2). 



Application/Control Number: 09/614,106 Page 10 

Art Unit: 3625 

Referring to claims 46 . Claim 46 is rejected under the same rationale as set forth 
above in claim 1. 

Referring to claims 47 . Claim 47 is rejected under the same rationale as set forth 
above in claims 2, 4 and 5. 

Referring to claims 48 . Claim 48 is rejected under the same rationale as set forth 
above in claims 2, 4 and 5. 

Referring to claims 55-57 . Claim 55-57 are rejected under the same rationale as 
set forth above in claims 1, 2, 4 and 5. 



Response to Arguments 

Applicant's arguments with respect to the pending claims are not persuasive. 

Examiner cites particular columns and line numbers in the references as applied 
to the claims for the convenience of the applicant. Although the specified citations are 
representative of the teachings in the art and are applied to the specific limitations within 
the individual claim, other passages and figures may apply as well. It is respectfully 
requested that, in preparing responses, the applicant fully consider the references in 
entirety as potentially teaching all or part of the claimed invention, as well as the context 
of the passage as taught by the prior art or disclosed by the examiner. 

The Attorney argues that Ginter does not disclose, as part of his method, 
accessing the electronic contract and determining if the candidate retail offer is 
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consistent with the electronic contract, whereby the candidate retail offer is validated 
against the agreed upon contract between the distributor and retailer. 

The Examiner notes, Ginter does disclose the use of a VDE right distributor 106, 
which distributes rights and may also administer and analyze customers' use of VDE 
authored information (Ginter: Fig. 2). The VDE right distributor 106 validates those 
customers who receive permission from a distributor to open VDE packages. VDE 
packaged content can be constrained by "rules and control information" provided by 
content creator 102 and/or the content distributor (column 251, line 60 to column 252, 
line 64). 

The Attorney argues that Ginter does not disclose or suggest previous 
agreements being updated and accessed dynamically for validation, so that an offer to a 
consumer (a third party) can be authorized and processed. 

The Examiner notes, in response to applicant's argument that the references fail 
to show certain features of applicant's invention, it is noted that the features upon which 
applicant relies (i.e., agreements being updated) are not recited in the rejected claim(s). 
Although the claims are interpreted in light of the specification, limitations from the 
specification are not read into the claims. See In re Van Geuns, 988 F.2d 1 181 , 26 
USPQ2d 1057 (Fed. Cir. 1993). 

The Attorney argues that Ginter does not disclose the step of "providing a 
predetermined electronic contract ... wherein terms of the contract are independent of 
the electronic media content." 
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The Examiner notes, FIG. 1 (Ginter) shows a publishing house 214. Publishing 
house 214 may act as a distributor for an author 206. The publishing house 214 may 
distribute rights to use "content" (such as computer software, electronic newspapers, 
the video produced by publishing house 214, audio, or any other data) to consumers 
such as office 210. The use rights may be defined by "rules and controls" distributed by 
publishing house 216. Publishing house 216 may distribute these "rules and controls" 
with the content, but this is not necessary. Because the content can be used only by 
consumers that have the appropriate "rules and controls," content and its associated 
"rules and controls" may be distributed at different times, in different ways, by different 
VDE participants. The ability of VDE to securely distribute and enforce "rules and 
controls" separately from the content they apply to provides great advantages (Ginter: 
column 54, lines 21-36). 

Conclusion 

Any inquiry concerning this communication should be directed to Matthew Gart 
whose telephone number is 703-305-5355. This examiner can normally be reached 
Monday-Friday, 8:30AM-5:30PM EST. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Ms. Wynn Coggins can be reached on 703-308-1344. The fax phone 
numbers for the organization where this application or proceeding is assigned are 703- 
746-7239 for regular communications and 703-746-7238 for After Final 
communications. 
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Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the receptionist whose telephone number is 703-305- 
3900. 



MSG 

August 2, 2004 




